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REMARKS/ARGUMENTS 

Reconsideration and withdrawal 

respectfully requested in view of the 

application into condition for allowance 

prosecution of the application. 



I. STATUS OF THE CLAIMS AND FORMAL MATTERS 



of the rejections of the application are 
amendments and remarks herewith, which place the 

present amendment is being made to facilitate 



Thei 



application. Claims 103-126, 130 and 139- 
disclaimer of subject matter. Claims 1, 16, 



@039 
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Claims 1-102, 127-129, 131-^138, and 1^8-149 are currently pending in this 



147 are hereby canceled, without prejudice or 

i 

28, 40, 55, 67, 79, 91, 127-129, and 131-132 are 
independent. Claims 1, 16, 28, 40, 55, 67-68, 79, and 9(1-92 are hereby amended. It is submitted 
that these claims, as originally presented, were in full compliance with the requirements 35 USC 

i, 
I 

§112. No new matter has been introduced by this amendment- Support for this amendment is 

I 

provided throughout the Specification as originally fileji, specifically on pages 5-12, Changes to 

i 

claims are not made for the purpose of patentability within the meaning of 35 USC §101, §102, 

I, 

§103, or §1 12. Rather, these changes are made simplyjfor clarification and to round out the 

r 

scope of protection to which the Applicant tis entitled. 

n. REJECTIONS UNDER 35 USC §101 

! 

Cl aims 1-147 were rejected under 35 USC §101 because the claims are allegedly 
directed to non-statutory subject matter. 35 USC §10l[reads in part, "whoever invents or 
discovers any new and useful process, ma June, or composition of matter , or any new and 



useful improvement thereof, may obtain a patent therefor. . . 
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Independent claim 1 is directed to "a data delivery system ," which meets the 

meaning of machine in 35 USC § 101 . j 

i. 

Independent claims 16 and 2S are directed to "a server apparatus" and "a 
reproducing apparatus ," respectively, whicJi meet the meaning of machine in 35 USC §101. 

Independent claims 40, 55, and 67 are directed to "a data delivery method/' "a 

!■ 

method of controlling a server apparatus," and "a method of controlling a reproducing 
I 

apparatus " which meet the meaning of process in 35 UjSC §101. 

Independent claims 79, 91, and 131 are directed to "a processing program for 

controlling a server apparatus," "a processing program jfor controlling a reproducing apparatus," 
and u a processing program for controlling a reproducing apparatus " respectively. M.P.E.P. 

i 

§2100 page 18 states: j, 

". . - the claimed process must be limited to a practical application 
of the abstract idea or mathematical algorithm in the technological 
arts ... A claim is limited to a practical [application when the 
method, as claimed, produces a concrete, tangible* and useful 
result . . . For example, a computer process that simply calculates a 
mathematical algorithm that models noijse is non-statutory. 
However, a claimed process for digitally filtering noise employing 
the mathematical algorithm is statutory ." (emphasis added) 

j 

Applicant respectfully submits that claijns 79, 91, and 131 are tied to a specific 

j. 

technological art, namely data distribution systems, and to specific machines, namely server and 
reproducing apparatuses, and not merely to "abstract ideas or software" as contended by the 
Examiner. Furthermore, Applicant respectfully submits that claims 79, 91, and 131, when 
carried out, produce a concrete, tangible, and useful result, namely, allow the secure delivery of 
copyri ghted data. \ 
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Independent claims 127, 128, and 129 are directed to "a data delivery method," 
"a method of delivering data," and "a method of reproducing data," respectively, which meet 
the meaning of process in 35 USC §101. 

Independent claim 132 is directed to "a storage medium ," which meets the 
meaning of machine in 35 USC §101 . • 

Therefore, Applicant respectfully submits that independent claims 1, 16, 28, 40, 
55, 67, 79, 91, 127-129 and 131-132 are directed to statutory subject matter within the meaning 
of 35 USC §101. The other claims in the application being dependent on at least one of the 
independent claims, are believed to be directed to statutory subject matter for at least the reasons 
given above. The Examiner is respectftdly requested to withdraw his rejection. 

HI. REJECTIONS UNDER 35 USC §102(e) 

Claims 1-147 were rejected under 35 USC §102(e) as allegedly anticipated by 
U.S. Patent No. 6,611,812 to Hurtado, et al, (hereinafter, merely "Hurtado"), 

As understood by Applicant, Hurtado relates to a method to deliver encrypted 

digital content to an end user for playing the content along with metadata which has previously 

i 

been associated with the content A user selects from the metadata associated content to decrypt 

i 
i 

and the end user establishes a secure connection with an authorization authority for decrypting 
the content The end user requests permission to receive the decrypting key, and if granted, the 

keys are exchanged in accordance with a public-key cryptosystem. 

I 

Claim 1, as amended, recites, inter aliaJ 

*\ . . recording means for recording, on al physical storage 
medium, a key used to decrypt the encrypted data; 
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judgment means for detecting unauthorized use of the data, on the 
basis of said information stored on the physical storage medium 
[related to the permitted use of the data].f (Emphasis Added) 

j: 

Applicant submits that delivering a decrjjpting key on a physical storage 
medium is not the same as communicating the decrypting key electronically, such as by using a 
public-key cryptosystem as disclosed by Huftado. Therl are numerous security, authentication, 
and integrity advantages of having the decryption key delivered via a non-electronic medium. 
For example, even public-key cryptosystems are vulnerable to attack and compromise via 
electronic means. On the other hand, a data delivery system as in the present application 
provides for the physical delivery of decrypting keys, say by hand courier or express shipping, 
which inherently adds a non-obvious security advantage to the instant invention over Hurtado, 
Furthermore, authentication is enhanced in the instant invention, because real identities are 

i 

harder to forge than electronic ones, for example, the person who receives the physical storage 
medium has to provide valid photo identification, a veriification step impossible under the 
disclosure of Hurtado. And finally, the physical nature jof the storage medium provides added 
integrity to the system, by maintaining a hard separation between the delivery of the key from 
the delivery of the data. 

The Examiner implies in his rejection that the "secure containers 7 * of Hurtado 

i 

meet the physical storage medium of the instant invention. Applicant respectfully submits that 



this is not true. The "secure containers" of Hurtado are; intangible public keys exchanged 

i 
j 

electronically under a variant of a public-key cryptosystem. In contrast, the storage mediums of 

I 

the instant invention are physical key cards or the like, jivhich must be delivered by physical 

i 

means. i 

Applicant submits that nothing has been| found in Hurtado that would disclose or 
suggest the above-identified features of claim 1, namely, a data delivery system wherein a 

i ; 

; 
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physical storage medium, on which a decrypting key is stored, is delivered from a server to a 

reproducing apparatus. Therefore, Applicant respectfully submits that amended independent 

! 

claim 1 is patentable. j 

The other independent claims 1 are similarly amended, and similar reasoning can be 
applied to overcome the rejections based on Hurtado. Therefore, Applicant respectfully submits 
that amended independent claims 16, 28, 40, 55, 67, 79J91, 127-129, and 131-132, are also 
patentable. ' 

1 

IV. DEPENDENT CLAIMS ! 

1 

t 

The other claims in this application are each dependent from one of the 

I 

independent claims discussed above and are therefore believed patentable for at least the same 

i 

reasons. Since each dependent claim is also. deemed to define an additional aspect of the 
invention, however, the individual reconsideration of th!e patentability of each on its own merits 

is respectfully requested i 

i 
1 
1 

! 
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CONCLUSION 



In the event the Examiner disagrees with any of statements appearing above with 
respect to the disclosure in the cited reference or references, it is respectfully requested that the 
Examiner specifically indicate the portion, or portions, of the reference, or references, providing 
the basis for a contrary view. 

Please charge any additional fees that maty be needed, and credit any 
overpayment, to our Deposit Account No. 50-0320. 

In view of the foregoing amendments and remarks, it is believed that all of the 
claims in this application are patentable and Applicant respectfully requests early passage to 
issue of the present application. 



Respectfully submitted, 

FROMMER LAWRENCE & HAUG LLP 

Attorneys for Applicant 




Wiiliam^. 1 ^ 
Reg. No. 25 r 
(2^2) 588-0800 
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